
Intellectual

Property

CASES AND MATERIALS

Fifth Edition

Q B Q

Mary LaFrance
IGT Professor of Intellectual Property Law

William S. Boyd School of Law

University of Nevada, Las Vegas

Gary Myers
Earl Nelson Professor of Law

Director, Center for Intellectual Property & Entrepreneurship

University of Missouri School of Law

Lee Ann W. Lockridge
David Weston Robinson Professor of Law

McGlinchey Stafford Professor of Law

Louisiana State University Law Center

David L. Lange
Melvin G. Shimm Emeritus Professor of Law

Duke University School of Law

AMERICAN CASEBOOK SERIES®

l&WEST
ACADEMIC
PUBLISHING



Table of Contents

Authors' Acknowledgments v

Preface to the Fifth Edition vti

Table of Cases xxix

PART 1. INTRODUCTION

Chapter 1. Doctrines, Alternatives, and the First Amendment 3

A. Basic Intellectual Property Doctrines Under the United States

Constitution 3

Baker v. Selden 3

Notes 8

Trade-Mark Cases: United States v. Steffens; United States v.

Wittemann; United States v. Johnson 9

Notes 14

B. "Property": Significance and Alternatives 16

International News Service v. Associated Press 16

Notes 29

C. Intellectual Property and the First Amendment 30

Notes 31

PART 2. TRADEMARK AND UNFAIR COMPETITION LAW

Chapter 2. The Nature and Function of Trademarks 35

A. Introduction 35

William R. Warner & Co. v. Eli Lilly & Co 37

Notes 40

B. Validity of Marks—the "Spectrum of Distinctiveness" 41

King-Seeley Thermos Co. v. Aladdin Industries, Inc 41

Notes 45

Abercrombie & Fitch Co. v. Hunting World, Inc 46

Notes 53

C. Descriptive Marks and Secondary Meaning 55

International Kennel Club of Chicago, Inc. v. Mighty Star, Inc 55

Note 61

D. Surnames 61

David B. Findlay, Inc. v. Findlay 61

Notes 66

E. Trade Dress 67

Two Pesos, Inc. v. Taco Cabana, Inc 67

Qualitex Co. v. Jacobson Products Co., Inc 71

Notes 77

Wal-Mart Stores, Inc. v. Samara Brothers, Inc 78

xv



xvi Table of Contents

Notes 82

TrafFix Devices, Inc. v. Marketing Displays, Inc 82

Notes 85

Jay Franco & Sons, Inc. v. Franek 86

Note 90

Christian Louboutin S.A. v. Yves Saint Laurent America Holding,
Inc 90

Notes 98

Chapter 3. Establishing Trademark Rights 99

A. Common Law Trademarks :. 99

Gait House, Inc. v. Home Supply Co 99

Notes 102

B. Federal Registration 103

1. Benefits of Federal Registration 103

Park 'N Fly, Inc. v. Dollar Park and Fly, Inc 103

Note 106

2. The Registration Process 106

a. Registration Based on Use 106

B&B Hardware, Inc. v. Hargis Industries, Inc 106

Questions 113

b. Intent-to-Use Applications 115

Notes 116

c. Priority Based on Foreign Applications 117

3. Marks Eligible for Registration 117

a. Bars to Registration 117

In re Budge Manufacturing Co., Inc 118

Note 120

In re California Innovations, Inc 121

Notes 126

Matal v. Tarn 128

Notes 138

b. Service Marks 140

In re Dr. Pepper Co 141

Questions 144

c. Certification and Collective Marks 144

Midwest Plastic Fabricators, Inc. v. Underwriters

Laboratories Inc 144

Notes

C. Limited Area Exception
Thrifty Rent-A-Car System, Inc. v. Thrift Cars, Inc 149
Notes

Chapter 4. Causes ofAction 155
A. Infringement

CBS Inc. v. Liederman

Notes



Table of Contents xvii

Network Automation, Inc. v. Advanced Systems Concepts, Inc 162

Note 175

Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC 175

Note 182

B. Unfair Competition 182

Lexmark International, Inc. v. Static Control Components, Inc 183

Note 187

1. False Designations of Origin: Section 43(a)(1)(A) 187

Belmora LLC v. Bayer Consumer Care AG 188

Notes 196

Dastar Corporation v. Twentieth Century Fox Film

Corporation 198

Notes 205

2. False Advertising 206

Castrol, Inc. v. Quaker State Corp 206

Notes 211

Tiffany (N.J.) Inc. v. eBay Inc 212

Notes 215

C. Dilution 215

Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC 216

Notes 222

D. Cybersquatting 223

Lahoti v. Vericheck, Inc 223

Notes 228

Chapter 5. Defenses and Limitations on Rights 229

A. Fair Use 229

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., et al 229

Note 233

Toyota Motor Sales. U.S.A., Inc. v. Tabari 233

Notes 238

B. Abandonment 238

Barcamerica Intern. USA Trust v. Tyfield Importers, Inc 239

Sands, Taylor & Wood Company v. The Quaker Oats Company 243

Notes 247

C. Comparative Advertising 248

R.G. Smith v. Chanel, Inc 248

Note 253

D. First Sale 253

Champion Spark Plug Co. v. Sanders 253

Notes 255

E. First Amendment 256

Mattel, Inc. v. MCA Records, Inc 256

Note 261

F. Eleventh Amendment 261

G. Equitable Defenses 262



xviii Table of Contents

Chapter 6. Secondary Liability and Remedies

A. Secondary Liability
Inwood Laboratories, Inc. v. Ives Laboratories, Inc

Notes

Hard Rock Cafe Licensing Corp. v. Concession Services, Inc

Tiffany (N.J.) Inc. v. eBay Inc

Notes

B. Remedies

Sands, Taylor & Wood Company v. The Quaker Oats Company

Notes

PART 3. THE RIGHT OF PUBLICITY

Chapter 7. The Right of Publicity

A. Nature and Scope
Midler v. Ford Motor Co

Notes

B. Limitations

ETW Corp. v. Jireh Publishing, Inc

Note

In re NCAA Student-Athlete Name & Likeness Licensing Litigation

(Keller v. Electronic Arts)
Notes

Sarver v. Chartier

Notes

PART 4. CONFIDENTIAL INFORMATION AND IDEAS

Chapter 8. Trade Secret Law 321

A. Introduction 321

B. Protectable Subject Matter and Requirements 323

Minuteman, Inc. v. Alexander 323

Notes 330

1. Deriving Economic Value from Secrecy 331

a.' Not Generally Known 331

b. Not Readily Ascertainable by Proper Means 332

2. Subject of Reasonable Efforts to Maintain Secrecy 332

Electro-Craft Corp. v. Controlled Motion, Inc 333

Notes 341

C. Ownership 342

D. Misappropriation & Defenses 343

E.I. DuPont DeNemours & Co. v. Christopher 344

Notes 348

E. Remedies 350

Lamb-Weston, Inc. v. McCain Foods, Ltd 350

Notes 354

263

263

263

266

266

272

280

281

281

283

287

288

288

291

293

293

303

303

313

313

317



Table of Contents xix

F. Non-Competition Agreements 355

Comprehensive Technologies International v. Software Artisans,
Inc 356

Notes 363

Chapter 9. Protecting Ideas 367

A. Misappropriation 367

Baer v. Chase 367

Note 373

B. Breach of Contract (Express or Implied) 375

Baer v. Chase 375

Notes 379

C. Unjust Enrichment or Quasi-Contract 387

Matarese v. Moore-McCormack Lines, Inc 387

Notes 391

PART 5. PATENT LAW

Chapter 10. Patent Protection for Inventions 395

A. Brief Introduction and Short History 395

B. Patentable Subject Matter 398

1. Utility Patent Subject Matter 399

a. Products 399

Diamond v. Chakrabarty 399

Association for Molecular Pathology v. Myriad Genetics,

Inc 405

Notes 412

b. Processes 416

Bilski v. Kappos 416

Mayo Collaborative Servs. v. Prometheus Labs., Inc 425

Alice Corp. Pty. Ltd. v. CLS Bank Int'l 436

Notes 439

c. The Utility Requirement 444

Brenner v. Manson 444

Juicy Whip, Inc. v. Orange Bang, Inc 447

Notes 449

2. Design Patent Subject Matter 453

a. "Design for an Article of Manufacture" 453

Gorham Mfg. Co. v. White 453

Application of Richard Q. Yardley 454

Note 455

b. The Ornamentality Requirement 456

Avia Group International, Inc. v. L.A. Gear California,

Inc 456

In re Carletti 459

Notes 461



XX
Table of Contents

3. Plant Patent Subject Matter
463

Note: Plant Variety Protection Certificates 463

C. Novelty
1. Introduction

2. Pre-AIA Section 102
466

a. Pre-AIA Date-of-Invention Provisions 467

b. Pre-AIA Date-of-Filing Provisions 468

c. Pre-AIA Geographic Distinctions 469

3. Post-AIA Section 102 469

a. Post-AIA Critical Date 471

b. Post-AIA Continuity 471

4. Section 102 Public Prior Art 472

a. "Known or Used" or in "Public Use" 472

Bennett Regulator Guards, Inc. v. Canadian Meter Co.

Inc 474

Notes 478

b. "Described in a Printed Publication" 482

In re Hall 482

Notes 486

c. "On Sale" 488

Pfaff v. Wells Electronics, Inc 488

Notes 495

d. "Patented" 601

5. First to File (or to Publicly Disclose) 501

6. Other Obstacles and Issues in Section 102 503

a. Derivation—Pre-AIA and Post-AIA 503

Applegate v. Scherer 504

Note 506

b. Priority Determinations—Pre-AIA 507

Paulik v. Rizkalla 507

Notes 509

c. Prior-Filed Applications—Pre-AIA Section 102(e) 510

d. Prior Foreign Applications—Pre-AIA Section 102(d) 511

e. Abandoning the Right to Patent—Pre-AIA Section 102(c).... 511

7. Novelty of Design Patents 512

International Seaway Trading Corp. v. Walgreens Corp 512

8. Novelty of Plant Patents 518

Notes 519

D. Nonobviousness 520

1. The Obviousness Inquiry 521

Graham v. John Deere Co. Calmar, Inc. v. Cook Chemical Co 521

Notes 528

2. Obvious to Combine or to Try 531

KSR International Co. v. Teleflex Inc 532

Notes 543

3. Nonobviousness of Design Patents 545

4. Nonobviousness of Plant Patents 546



Table of Contents xxi

E. The Written Specification 548

1. Enablement 548

2. Written Description 549

3. Definiteness 552

4. Best Mode 553

Note 553

Chapter 11. Inventorship, Ownership, and Prosecution 555

A. Inventorship and Ownership 555

1. Nature of Inventorship 555

Burroughs Wellcome Co. v. Barr Laboratories, Inc 555

Notes 564

2. Rights of Joint Owners 566

Note 567

3. Invention by Employees 567

United States v. Dubilier Condenser Corp 567

Notes 570

4. Inventorship of Design Patents 573

Hoop v. Hoop 573

Note 577

B. Process for Obtaining a Patent 577

1. Patent Prosecution 577

a. Provisional Patent Applications 579

b. Establishing Priority by Filing Date of Foreign
Application 580

c. Continuation and Divisional Applications 580

d. Reissue Applications 581

2. Third-Party Challenges 582

Note 585

C. Term of Patent Protection 586

Notes 587

Chapter 12. Patent Infringement, Defenses, and Remedies 589

A. Infringement 589

1. Literal Infringement 590

Autogiro Company of America v. The United States 590

Notes 595

2. Infringement by Equivalents 598

a. The Doctrine of Equivalents 598

Warner-Jenkinson Company, Inc. v. Hilton Davis Chemical

Co 598

Notes 609

b. Limitations on Equivalents 610

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co 611

Note 619



xxii table of Contents

621
3. Infringing Activities ••••••;

a Direct Infringement: Making, Using, Selling, and Offering

to Sell
621

Aro Manufacturing Co., Inc. v. Convertible Top

Replacement Co., Inc 621

Notes

b. Contributing to or Inducing Infringement 628

Aro Manufacturing Co., Inc. v. Convertible Top

Replacement Co., Inc 628

Notes *|31
c. Cross-Border Infringement 637

Microsoft Corp. v. AT&T Corp 637

Life Technologies Corp. v. Promega Corp 645

Notes
649

4. Infringement of Design Patents 650

Egyptian Goddess, Inc. v. Swisa, Inc 650

Notes
657

B. Defenses
658

1. Invalidity
658

Note: Assignor Estoppel 659

2. Exhaustion 660

Impression Prods, Inc. v. Lexmark Int'l, Inc 661

Notes 669

3. Patent Misuse 673

Notes 676

4. Experimental Use 676

Notes 678

5. Good Faith Prior Use 679

6. Inequitable Conduct 680

7. Estoppel and Laches 681

8. Infringement by Government Entities 683

C. Infringement Adjudication 684

1. Jurisdiction & Venue 684

2. Proper Plaintiffs and Defendants 686

a. Standing to Bring Infringement Actions 686

b. Proper Joinder of Defendants 686

c. Declaratory Judgment Actions 686

Medlmmune, Inc. v. Genentech, Inc 687

Notes 691

D. Remedies 692

1. Injunctions 692

eBay, Inc. v. MercExchange, L.L.C 693

Notes 697

2. Monetary Relief :. 699

Rite-Hite Corporation v. Kelley Company, Inc 699

Notes 705

Note: Patent Law and Antitrust 712



Table of Contents xxiii

E. Infringement of Plant Patents 713

Notes 715

PART 6. COPYRIGHT LAW

Chapter 13. Introduction and a Short History 719

A. English Law 719

B. The Advent of Federal Copyright Law 721

C. Federal Legislation Prior to the 1976 Act 722

D. Comprehensive Revision: The Copyright Act of 1976 724

E. Post-1976 Revisions 724

Chapter 14. The Subject Matter of Copyright 729

A. Introduction 729

Burrow-Giles Lithographic Co. v. Sarony.. 729

Copyright Act of 1976 732

Notes 733

Mannion v. Coors Brewing Co 736

Notes 750

B. The Fixation Requirement 751

Copyright Act of 1976 751

Stern Electronics, Inc. v. Kaufman 752

Kelley v. Chicago Park District 755

Notes 761

C. "Original Works of Authorship" 762

1. Originality: The Minimum Requirement 762

Feist Publications v. Rural Telephone Service 763

Notes 775

Meshwerks, Inc. v. Toyota Motor Sales U.S.A 775

Notes 785

Matthew Bender & Co., Inc. v. West Publishing Co 786

Note 793

Assessment Technologies of WI, LLC v. WIREdata, Inc 794

Notes 800

2. Distinguishing Expression from Ideas and Facts 801

Hoehling v. Universal City Studios, Inc 802

Walt Disney Productions v. Air Pirates 808

Notes 810

Mason v. Montgomery Data, Inc 811

Notes 816

3. Originality in Derivative Works 820

Alfred Bell & Co. Ltd. v. Catalda Fine Arts, Inc. 820

Notes 822

Schrock v. Learning Curve International, Inc 823

Notes 829



xxiv Table of Contents

4. Originality in Specialized Subject Matter 829

a. Computer Software 829

(i) Literal Code and Screen Displays 829

(ii) Nonliteral Elements of Software 831

Computer Associates International, Inc. v. Altai, Inc— 831

Notes 842

(iii) Application Programming Interfaces 844

b. Useful Articles 848

Mazer v. Stein 848

Star Athletica, L.L.C. v. Varsity Brands, Inc 850

Notes 861

c. Sui Generis Protection for Boat Hull Designs 862

d. Architectural Works 862

Architectural Works Copyright Protection Act of 1990 863

Notes ! 866

5. Subject Matter Excluded Due to Origin 867

a. United States Government Works 867

Copyright Act of 1976 867

Notes 867

b. National Origin Restrictions on Copyright 868

Chapter 15. Ownership, Assignment, and Licensing of

Copyrights 871

A. Initial Ownership 871

1. Identifying the Author 871

a. Joint Works 871

Childress v. Taylor 871

Notes 877

b. Works Made for Hire 880

Community for Creative Non-Violence et al. v. Reid 880

Notes 887

2. Formalities: Notice, Registration, and Deposit 891

a. Notice 891

Notes 892

b. Registration and Deposit.! 893

Notes 895

3. The Changed Significance of Publication 896

Intellectual Property and the National Information

Infrastructure 896

4. The Meaning of Publication 897

a. General Versus Limited Distributions 899

b. Public Performances and Displays 900

c. Public Distributions of Sound Recordings and Other
Derivative Works as Publication of Underlying Work 900
Note 90i



Table of Contents xxv

B. Duration 902

1. 1909 and 1976 Acts Compared 902

Copyright Act of 1976 902

Eldred v. Ashcroft 904

Notes 917

Stewart v. Abend 918

Copyright Renewal Act of 1992 923

Notes 924

2. Copyright Restoration 925

Uruguay Round Agreements Act 925

Notes 926

Golan v. Holder 927

Notes 935

C. Alienability of Copyright 936

1. Assignments and Licenses 936

Copyright Act of 1976 936

Effects Associates, Inc. v. Cohen 936

Notes 940

New York Times Co., Inc. v. Tasini 941

Notes 945

2. Termination Provisions 947

Copyright Act of 1976 947

Notes 949

Woods v. Bourne Co 950

Notes 956

Milne v. Stephen Slesinger, Inc 956

Notes 963

Chapter 16. Exclusive Rights 965

A. The Section 106 Rights 965

1. Reproduction 965

Horgan v. Macmillan, Inc 965

Walt Disney Productions v. Filmation Associates 969

Notes 971

Cartoon Network LP v. CSC Holdings, Inc 973

Note 980

2. Preparation of Derivative Works 981

Copyright Act of 1976 981

Midway Manufacturing Co. v. Artie International, Inc 981

Lewis Galoob Toys, Inc. v. Nintendo of America, Inc 983

Notes 987

Lee v. A.R.T. Co 988

Notes 991

3. Public Distribution 993

Copyright Act of 1976 993

Walt Disney Co. v. Video 47, Inc 993



xxvi Table of Contents

Religious Technology Center v. Netcom On-Line

Communication Services, Inc 995

Notes ^97
4. Public Performance and Public Display 999

Copyright Act of 1976
999

On Command Video Corporation v. Columbia Pictures

Industries
1000

Notes
1004

Cartoon Network LP v. CSC Holdings, Inc 1005

Notes
1009

American Broadcasting Cos., Inc. v. Aereo, Inc 1009

Note
1023

United States v. American Society of Composers, Authors and

Publishers 1023

Notes 1027

5. The Scope of Exclusive Rights in Sound Recordings 1028

Notes 1029

Specific Limitations on the Section 106 Rights 1030

1. Section 117: Copying Computer Software 1031

Vault Corp. v. Quaid Software Ltd 1031

Notes 1036

2. Section 109: The First Sale Rule 1037

a. Sale or License? 1037

Vernor v. Autodesk, Inc 1037

Notes 1045

b. Imported Copies 1046

Kirtsaeng v. John Wiley & Sons, Inc 1046

Notes 1062

c. Digital First Sale 1063

3. The Section 110 Limitations 1064

Copyright Act of 1976 1064

Notes 1065

4. Section 108: Library and Archival Copying 1068

Notes 1068

5. Section 115: Compulsory Licensing of Musical Compositions
for Reproduction on Phonorecords 1069

Notes 1070

6. The Audio Home Recording Act 1071

7. Section 120: Architectural Works 1072

Architectural Works Copyright Protection Act of 1990 1072

Notes 1073

8. Section 112: Ephemeral Recordings 1074

Notes 1074

9. Other Specific Limitations on Section 106 1075

Beyond Copyright: Performers' Rights, Moral Rights, and Resale

Royalties 1076

1. Performers'Rights 1076



Table of Contents xxvii

2. Moral Rights 1078

Massachusetts Museum of Contemporary Art v. Biichel 1078

Notes 1090

Gilliam v. American Broadcasting Companies, Inc 1091

Note 1093

3. Resale Royalties (Droit De Suite) 1093

Chapter 17. Fair Use 1095

Sony Corp. of America v. Universal City Studios, Inc 1096

Notes 1099

Harper & Row v. Nation Enterprises 1100

Notes 1112

Campbell v. Acuff-Rose Music, Inc 1113

Notes 1126

Authors Guild, Inc. v. HathiTrust 1132

Notes 1137

Chapter 18. Infringement, Defenses, and Remedies 1143

A. The Concept of Infringement 1144

Nichols v. Universal Pictures Corp 1144

Sheldon v. Metro-Goldwyn Pictures Corporation 1149

Notes 1159

B. The Prima Facie Case 1159

Arnstein v. Porter 1159

Shaw v. Lindheim 1162

Leigh v. Warner Brothers, Inc 1167

Notes 1172

C. The Proper Parties 1174

1. Plaintiff: Standing to Sue 1174

Copyright Act of 1976 1174

Notes 1175

2. Defendant: Direct and Secondary Liability for Infringement 1176

Fonovisa, Inc. v. Cherry Auction, Inc 1176

Sony Corp. of America v. Universal City Studios, Inc 1181

Notes 1185

Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd 1186

Notes 1193

D. Discrete Issues Affecting Liability Under the DMCA 1194

1. Safe Harbors Under Section 512 1194

Perfect 10, Inc. v. CCBill LLC 1195

CoStar Group, Inc. v. LoopNet, Inc 1204

Notes 1211

Viacom International, Inc. v. Youtube, Inc 1213

Notes 1223

2. Circumventing Anti-Copying Technology or Altering Copyright

Management Information 1223

MDY Indus., LLC v. Blizzard Entertainment, Inc 1224



xxviii Table of Contents

Notes 1238

Universal City Studios, Inc. v. Corley 1239

Notes 1247

E. Affirmative Defenses 1248

Apple, Inc. v. Psystar Corp 1248

Notes 1254

F. Remedies 1258

1. Injunctions 1258

Notes 1260

2. Actual Damages and Profits 1261

Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc 1261

Notes 1267

3. Additional Remedies 1268

a. Statutory Damages and Attorneys' Fees 1268

Notes 1271

b. Impounding, Importation Relief, Prejudgment Interest,
and Costs 1272

c. Criminal Penalties 1273

PART 7. PREEMPTION

Chapter 19. Preemption of State Law by Federal Patent and

Copyright Law 1277

A. Statutory Copyright Preemption: Section 301 1277

Copyright Act of 1976 1277

Computer Associates International, Inc. v. Altai, Inc 1280

National Basketball Ass'n v. Motorola, Inc 1285

Notes 1298

Wrench LLC v. Taco Bell Corp 1301

Notes 1309

B. Preemption Under the Intellectual Property Clause 1311

1. The Sears/Compco Decisions 1311

Sears, Roebuck & Co. v. Stiffel Company 1311

Note 1313

2. Developments After Sears/Compco 1315

Goldstein v. California 1315

Kewanee Oil Co. v. Bicron Corp 1319
Bonito Boats, Inc. v. Thunder Craft Boats, Inc 1330
Note 1337

Baladevon, Inc. v. Abbott Laboratories, Inc 1337
Notes 1346

lNDEX
1351


